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REMARKS 

Claims 1-3 are pending. Claims 1-3 stand rejected under the judicially ores ted 
doctrine of obviousness-type double patenting as being unpatentable over claim 32 of U.S. 
Patent No. 6,662,166. Claims 1-3 stand rejected under 35 U.S.C. § 102(e) as beinj : 
anticipated by U.S. Patent No. 5,546,471 to Merjanian. 

Reconsideration is requested. No new matter is added. Claims 2-3 are am« nded. The 
rejections are traversed. Claims 1-3 remain in the case for consideration. 

REJECTION OF CLAIMS AS DOUBLE PATENTED 
A terminal disclaimer is filed herewith to overcome the double patenting n jection. 

REJECTION OF CLAIMS UNDER 35 U.S.C. § 102(e) 
Merjanian teaches an ergonomic fingerprint reader apparatus. The apparal us is 
designed in such a way as to support easy and comfortable reading of a fingerprin , 
Merjanian goes on to provide some example applications (columns 9-12), but the focus of 
Merjanian is on the device itself, not its uses. 

The Examiner appears to have confused the term "identification" as used i a the 
claims, with the terms "authorization" and "verification" as used in Merjanian. T us 
confusion is a fundamental problem with the application of Merjanian as prior an to the 
invention. To help illustrate the difference between the terms, the Examiner is in >ited to 
consider the plain meaning of the terms. "Identification" refers to the process of dentifying 
someone: that is, "identification" answers the question of "Who am 1?". Note thg t this 
question is open-ended, and the answer is the person's identity. 

In contrast, "verification" and "authorization" refer to the process of conf rming that a 
previously-provided identity is correct. In other words, these processes answer tj e question 
of "Am I who I say I am?". A common example of verification and/or authoriza ion is the 
use of personal identification numbers (PINs) used at ATMs. It should be readily apparent 
that anyone could slide the ATM card into the machine. To help verify that the i erson using 
the card is the person authorized to use the card, the person has to enter the PIN i hat 
corresponds to the card. If the provided PIN matches that associated with the cai d, then the 
user is presumed to be the proper user; if not, then the transactions are refused. 

This difference is important, because verification and authorization and r vo-step 
processes; identification is a one-step process. In verification and authorization ;ystems 
(such as Merjanian), the user must first somehow identify himself to the system. This is 
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typically accomplished by providing something known to be unique to a single person 
(although not necessarily usable only by that person): for example, a credit card, J . credit 
card has an account number that identifies a single person. This makes verificatioi l and 
authorization very easy: the biometric needs to be compared with only the biometi ic 
associated with that credit caid number. If the provided biometric matches the bioj netric 
associated with the account, then the user is verified or authorized; if it does not m atch, then 
the user is not verified or authorized. 

Although the above discussion centers on credit cards, a person skilled in t ie art will 
immediately recognize that any uniquely identifying information can be used to id sntify the 
individual. Most people have many different identifying data; they simply do not recognize 
it. For example, social security card numbers, bank account numbers, and numbe. s assigned 
by other registrars (e.g» universities or doctor's offices) all uniquely identify peof le, to name 
but a few examples. 

The Examiner might respond that certain numbers, such as a credit card at count 
number, do not uniquely identify a person. For example, typically a husband and wife share 
the same credit card account number. The Applicant acknowledges this fact. Bui this does 
not change the fact that Merjanian teaches a verification or authorization system. Even if 
multiple people are associated with a particular identifying data, the system is still only 
attempting to verify or authorize the individual: the system still responds with eitl ter a "yes" 
or "no" message, depending on whether the provided biometric matches a biomei ric 
associated with the single account. This shows that Merjanian is not teaching a sj stem to 
identify individuals: the system cannot say which user associated with the accour t provided 
the biometric; the system can only indicate that some user, whose biometric is as: tociated 
with that one account, is accessing the account. 

It should now be clear that prior art systems, like Merjanian, are two-step processes: 
they depend on the user to first identify himself or herself before he or she can be 
verified/authorized. Merjanian glosses over this fact, but this first step is implici ly 
discussed. For example, at column 10, lines 34-36, Merjanian says that "the pen on 
presenting the card or stamps is compared with a store of authorized operators". In other 
words, before the comparison can be made, the authorized operators must be ide itified. This 
theme is constant in Merjanian: each example requires the user to first identify h mself or 
herself, before the comparison can be made. 

In contrast, the claimed invention requires no pre-identification step. No e 9 for 
example, that claim 1 describes "the electronic identicator comparing] the payo ■ bid 



Application Serial No. 10/619,990 Page 5 Attorney Docket Mo. 8514-1 10 

PAGE 7/10 * RCVD AT 1/1712005 6:15:46 PM [Eastern Standard Time] * SVR:USPT0-EFXRM/2 * DNIS:8729306 * CSID:5032744622 * DURATION (mm-ss):0342 



JAN-17-2005 MON 03:19 PM HARGER JOHNSON FAX NO. 5032744622 



biometric sample with at least one registered biometric sample": no limit is put on which 
registered biometric samples the bid biometric sample is compared with. Claim 1 goes even 
further: it describes the result of this comparison as being "for accessing the payor s 
previously registered account data". In other words, the account data is not knowt until after 
the comparison is complete. Merjanian clearly teaches away from the claimed in\ sntion, in 
that Merjanian requires that the account data be known before the comparison is n .ade. 
Claims 2^3 are similar to claim 1, in that the purpose of comparison is to identify l tie account 
data: that is, to identify the individual. 

The Examiner might argue that the personal identification code discussed in claims 2- 
3 identifies the user. This would be incorrect. As described at page 8, lines 8-1 6, the 
personal identification code (a PIN) is selected by the user. This implies two fact . First, if 
the user is selecting the PIN, then the PIN is not being assigned to him by the syst an. This 
means that the system cannot guarantee that the user's PIN is unique to the user. Second, it is 
highly unlikely that the user will select a unique PIN: people by their very nature lo not pick 
PINs long enough to be unique. For example, there are roughly 300,000,000 peo] >le in the 
United States. Even if we could assume that everyone would magically pick uniq ue PINs, 
that would require a PIN of at least nine digits. But most PINs are between four < the original 
standard established by banks) and six digits long (dates are typically six digits lo rig, and so 
are easy to memorize). Clearly, PINs that are not long enough to uniquely identic y people 
cannot be expected to be unique, and so cannot be used to identify the individual, 

The rationale for the PIN in the claimed invention is to reduce the search i pace of 
biometric samples. The PIN provides a clue as to which set of biometrics might i nclude the 
user. But the system is still identifying the user from that set. That the system re urns the 
account data of the user shows that the system is performing identification, and n >t 
verification/authorization. 

The Examiner's discussion about Merjanian teaching set-top box notarization suffers 
from the same problems as those discussed above. Notarization does not identif) a particular 
user: it certainly does not identify the account data from all accounts stored in the : system. It 
is worth noting that the Merjanian explicitly teaches that u [c]redit card data, whit h may 
include the account number, type of card, expiration date, name of owner, etc., is conveyed 
along with compressed fingerprint data to serve as the operator's notarization thz t the 
transaction has been authorized against the identified credit, debit, or smart card iccount" 
(column 12, lines 28-33). In other words, the fingerprint data is not identifying t ie account; 
if it were, the credit card data would not be needed. 
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Finally, it is worth noting that the examples given by Merjanian are all tola n-based. 
For example, in column 12, line 23 describes the receiving device as storing "ctedi t, debit, or 
smart card account information". In other words, the account being used is represt nted on 
such a card. But these cards are "tokens"; the claims make clear that the system ai id method 
are tokenless": that is, without such cards. 

For the reasons presented above, claims 1-3 are patentable under 35 U.S.C § 102(e) 
over Merjanian. Accordingly, claims t-3 are allowable. 

For the foregoing reasons, reconsideration and allowance of claims 1-3 of he 
application as amended is solicited. The Examiner is encouraged to telephone the 
undersigned at (503) 222-36 1 3 if it appears that an interview would be helpful in ; tdvancing 



the case. 



Respectfully submitted, 

MARGER JOHNSON & McCOLLOM, P.C . 




Ariel S. Rogson 
Reg. No. 43,054 



MARGER JOilNSON & McCOLLOM, P.C- 

1030 SW Morrison Street 

Portland, OR 97205 

503-222-3613 

Customer No* 20575 



I hereby certify that this corrcspon lencc is being 
transmitted to Mail Stop AMEND] U.S. Patent 

and Trademark Office, via facsimi e number: 
703/872-9306. 

Dated'. January 17, 2005 / 
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